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REMARKS 

Claim 30 has been added. Upon entry of this Amendment, claims 1-30 2tre pending. 
Applicant has amended the specification to update the status of the applications and granted 
parent patent U.S. 6,758,018 listed in paragraph [0001], as requested by the Examiner. 

In the Office Action dated January 19, 2005, claims 1, 2, 9, 10, 12, 21, 24, 25, and 27 
were rejected under 35 U.S.C. § 103(a) as being xmpatentable over Shelton (U.S. Patent No. 
4,836,372) in view of the "Standard Specification for Driven Fasteners: Nails, Spikes, and 
Staples, American Society for Testing and Materials,*' ("ASTM"). Applicant respectfully 
traverses this rejection. 

Independent claim 1 recites a package of collated nails suitable for pallet wooden 
board securement that includes, inter alia, 2l plurality of nails suitable for pallet securement, 
each nail having, inter alia, a substantially round head, and a single elongate shank integral 
with the head and extending from the head bottom surface. As recited by claim 1, the head 
diameter provides an enlarged bottom head surface area for engaging the exterior surface of 
the pallet wooden board to enhance resistance to pallet wooden board separation by head pull 
through. As recited by claim 1, the shank has a diameter between .092 in. and .148 in., and 
each nail is manufactured from steel wire, has a length between 1 .625 inches and 3.00 inches, 
and the ratio of the head diameter to shank diameter is between 2.70 and 3.37. The suggested 
combination of Shelton and ASTM do not disclose or suggest all of the features of claim 1. 

Shelton teaches the use of paper tape to collate ring-shanked, threaded, barbed, and 
other special-purpose nails to solve the "flagging problem" seen with rapidly acting, nail- 
driving tools. (Shelton at col. 1, Ins. 5-12.) The "flagging problem" is described to occur 
when a fragment of wire, paper tape, or other collating material becomes caught under the 
head of a driven nail, thereby creating an aesthetically unacceptable situation, particularly in 
siding, roofing, dry- wall, and other visible nailing applications. (Shelton at col. 1, Ins. 13- 
22.) Shelton generally describes a plurality of nails and a way to collate the nails to solve the 
flagging problem. Nowhere does Shelton disclose or suggest, among other things, nails 
suitable to enhance resistance to pallet wooden board separation by head pull through, 
wherein each nail has a shank with a diameter between .092 in. and .148 in., is manufactured 
from steel, has a length between 1.625 inches and 3.00 inches, and a ratio of the head 
diameter and the shank diameter between 2.70 and 3.37. 
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ASTM clearly does not cure the deficiencies of Shelton and is far a field fi-om a very 
basic aspect of the present invention. Specifically, the present invention relates to nails 
suitable for pallet securement, which is known in the art as a "structural" application for 
nails, requiring greater shear strength than nails used for non-structural applications, such as 
for securing shingles. The nails of the present invention require a specific combination of 
dimensional and other claimed characteristics for a structural, pallet nail that is not taught or 
even remotely suggested by the non-structural shingle nail of ASTM Table 36, either alone or 
in combination with Shelton. To put a finer point on this issue, the shingle nail of ASTM 
Table 36 is made firom aluminum alloy and is thus imsuitable for use as a pallet nail. Claim 1 
of the present application clearly specifies a nail with several dimensional and other 
characteristics in combination with the important requirement that the nail be made firom 
steel . Again, none of the cited prior art or prior art of record teach or suggest a nail having 
the combination of elements as claimed in claim 1 . 

Accordingly, Applicant respectfiiUy submits that claim 1, and claims 2, 9, 10, and 12 
that depend therefi-om are patentable over Shelton in view of ASTM, and respectfully 
requests that the rejection to these claims be withdrawn. 

Independent claim 2 1 recites a nail suitable for pallet wooden board securement that 
includes, inter alia, a substantially roimd head, and a single elongate shank integral with the 
head and extending firom the head bottom surface. As recited by claim 21, the head diameter 
provides an enlarged bottom head surface area for engaging the exterior surface of the pallet 
wooden board to enhance resistance to pallet wooden board separation by head pull through. 
As recited by claim 21, the shank has a diameter between .092 in. and .148 in., and each nail 
is manufactured fi-om steel wire, has a length between 1.625 inches and 3.00 inches, and the 
ratio of the head diameter to shank diameter is between 2.70 and 3.37. The suggested 
combination of Shelton and ASTM do not disclose or suggest all of the features of claim 21. 

Shelton and ASTM are discussed above. The prior art of record simply does not 
disclose or suggest all of the features of claim 21. Claim 21 of the present application clearly 
specifies a nail with several dimensional and other characteristics in combination with the 
important requirement that the nail be made firom steel. Again, none of the cited prior art or 
prior art of record teach or suggest a nail having the combination of elements as claimed in 
claim 21. Accordingly, Applicant respectfully submits that claim 21, and claims 24, 25, and 
27 that depend therefi-om are patentable over Shelton in view of ASTM, and respectfiiUy 
requests that the rejection be withdrawn. 
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In the Office Action, claims 3 and 4 were rejected tinder 35 U.S.C. § 103(a) as being 
unpatentable over Shelton in view of ASTM, as applied to claim 2, and further in view of 
Leistner (U.S. Patent No. 5,909,993). Applicant respectfully traverses this rejection. As 
explained above, claim 2 is patentable over Shelton in view of ASTM. Leistner does not cure 
the deficiencies of Shelton and ASTM. 

Leistner discloses a collation of nails that are 14 - 25 mm long (0.551 - 0,984 inches) 
and have shaft diameters of 2 - 3 mm (0.0787 - 0.118 inches). (Leistner at col. 1, Ins. 60- 
67.) Thus, Leistner does not cure the deficiencies of Shelton and ASTM. Moreover, there 
would be no motivation to combine the collation wires of Leistner with the paper tape of 
Shelton. Accordingly, Applicant respectfully submits that claims 3 and 4 are patentable over 
Shelton in view of ASTM in view of Leistner, and respectfully requests that the rejection be 
withdrawn. 

In the Office Action, claims 5-8, 11, 22, 23, and 26 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Shelton in view of ASTM, as applied to claim 2, and 
further in view of Colechia (U.S. Patent No. 4,002,098). Applicant respectfully traverses this 
rejection. 

Claims 5-8, and 11 depend from claim 1. Claims 22, 23, and 26 depend from claim 
21. Shelton and ASTM are discussed above as they pertain to independent claims 1 and 21. 
Colechia does not cure the deficiencies of Shelton and ASTM. Colechia teaches nail with a 
notched head and a pair of radially extending ribs that depend fi-om the underside of the head. 
(Colechia at Abstract.) Colechia does not disclose the dimensions of the nails it discloses. 
Moreover, there is no motivation to even combine Colechia with Shelton and ASTM. 
Accordingly, Applicant respectfully submits that claims 5-8, 11, 22, 23, and 26 are patentable 
over Shelton in view of ASTM, and further in view of Colechia, and respectfully requests 
that the rejection be withdrawn. 

In the Office Action, claims 13-20, and 28-29 were rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Shelton in view of ASTM as applied to claim 1, and further in 
view of Ginnow (U.S. Patent No, 5,673,629). Applicant respectfully traverses this rejection. 

Independent claim 13 recites a pallet that includes, inter alia, at least a pair of spaced 
apart nails extending through each bottom and top board and into the middle board at the 
position of engagement of each bottom and top board with the middle board. Each of the 
nails has, inter alia^ a substantially round head, and a single elongate shank integral with the 
head and extending firom the head bottom surface. As recited by claim 13, the head diameter 
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provides an enlarged bottom head surface area for engaging the exterior surface of the pallet 
wooden board to enhance resistance to pallet wooden board separation by head pull through. 
As recited by claim 13, the shank has a diameter between .092 in. and .148 in., and each nail 
is manufactured from steel wire, has a length between 1.625 inches and 3.00 inches, and the 
ratio of the head diameter to shank diameter is between 2.70 and 3.37. 

Shelton and ASTM are discussed above. Ginnow does not cure the deficiencies of 
Shelton and ASTM in regard to the features of the nails. Ginnow teaches using reinforcing 
plate members at the ends of the stringers of a pallet to protect the stringers from damage due 
to contact from the tines of a forklift tmck. (Ginnow at Abstract.) The only nails disclosed 
by Ginnow are the nails (34) used to attach the bracket member (31) to the stringer (22). 
(Ginnow at col. 5, Ins. 33-46.) No details of the nails are given. Claim 13 of the present 
application clearly specifies a nail with several dimensional and other characteristics in 
combination with the important requirement that the nail be made from steel. Again, none of 
the cited prior art or prior art of record teach or suggest a nail having the combination of 
elements as claimed in claim 13. Accordingly, Applicant respectfully submits that claim 13, 
and claims 14-20 that depend therefrom, are patentable over Shelton in view of ASTM, and 
further in view of Ginnow, and respectfully requests the rejection to claims 13-20 be 
withdrawn. 

Independent claim 28 recites a method of making a pallet, in which the improvement 
includes utilizing nails having, inter alia, a substantially roimd head, and a single elongate 
shank integral with the head and extending from the head bottom surface. As recited by claim 
28, the head diameter provides an enlarged bottom head surface area for engaging the 
exterior surface of the pallet wooden board to enhance resistance to pallet wooden board 
separation by head pull through. As recited by claim 28, the shank has a diameter between 
.092 in. and .148 in., and each nail is manufactured from steel wire, has a length between 
1.625 inches and 3.00 inches, and the ratio of the head diameter to shank diameter is between 
2.70 and 3.37. 

Shelton, ASTM, and Ginnow are discussed above. The combination of Shelton, 
ASTM, and Ginnow do not disclose or suggest a method of making a pallet by utilizing nails 
that include all of the features of claim 28. Claim 28 of the present application clearly 
specifies a nail with several dimensional and other characteristics in combination with the 
important requirement that the nail be made from steel. Again, none of the cited prior art or 
prior art of record teach or suggest a nail having the combination of elements as claimed in 


30523485V1 


13 


SUTT - 10/667,884 
Client/Matter: 011988-0304484 

claim 28. Accordingly, Applicant respectfully submits that claim 28, and claim 29 that 
depends therefrom are patentable over Shelton in view of ASTM, and further in view of 
Ginnow, and respectfully requests that the rejection to claims 28 and 29 be withdrawn. 

In the Office Action, claims 1-3, 9, 10, 12, 31, 24, 25, and 27 were rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-31 of U.S. Patent No. 6,758,018 ("the '018 patent"). A terminal disclaimer is being 
filed herewith to expedite prosecution of the present application. The present application and 
the *018 patent are commonly owned by Stanley Fastening Systems, L.P. The Assignment of 
the present application was recorded at reel 014917, frame 0829 on January 20, 2004, and the 
Assignment of the *018 patent was recorded at reel 012834, frame 0055 on April 25, 2002. 
Accordingly, Applicant respectfully requests the rejection to claims 1-3, 9, 10, 12, 31, 24, 25, 
and 27 be withdrawn. 

In the Office Action, claims 1-3, 9, 10, 12, 21, 24, 25, and 27 were provisionally 
rejected under the judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-10 of copending application Serial No. 10/060,411 ("the '411 
application"). A terminal disclaimer is being filed herewith to expedite prosecution of the 
present application. The present application and the '411 application are commonly owned 
by Stanley Fastening Systems, L.P. The Assignment of the present application was recorded 
at reel 014917, frame 0829 on January 20, 2004. The Assignment of the '411 application 
was recorded at reel 012834, frame 0044 on April 25, 2002. Accordingly, Applicant 
respectfully requests that the rejection of claims 1-3, 9, 10, 12, 21, 24, 25, and 27 be 
withdrawn. 

In the Office Action, claims 13, 14, 17, 18, 20, 28, and 29 were rejected under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-31 of the '018 patent in view of Ginnow. As stated above, a terminal disclaimer for 
the '018 patent is being filed herewith. Accordingly, Applicant respectfully requests that the 
rejection of claims 13, 14, 17, 18, 20, 28, and 29 be withdrawn. 

New claim 30 recites a package of collated nails that includes, inter alia, a plurality of 
nails, each nail having, inter alia, a substantially round head, and a single elongate shank 
integral with the head and extending from the head bottom surface. As recited by claim 30, 
the head diameter provides a bottom head surface area for engaging the exterior surface of a 
workpiece to enhance resistance to head pull through. As recited by claim 30, the shank has 
a diameter between .092 in. and .148 in., and each nail is manufactured from steel wire, has a 
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length between 1.625 inches and 3.00 inches, and the ratio of the head diameter to shank 
diameter is between 2.70 and 3.37. The prior art cited by the Examiner in the OfiBce Action 
dated January 19, 2005 is discussed above. Applicant respectfully submits that none of the 
cited prior art or prior art of record teach or suggest a nail having the combination of 
elements as claimed in claim 30. Moreover, it is respectfully submitted that claim 30 is not 
identical to any of the claims of the co-owned '018 patent or the co-owned '411 application, 
and, in view of the terminal disclaimers being filed herewith, respectfully submits that claim 
30 is also patentable. 

All rejections having been addressed, it is respectfully submitted that the present 
application is in a condition for allowance and a Notice to that effect is earnestly solicited. If 
any point remains in issue which the Examiner feels may be best resolved through a personal 
or telephone interview, please contact the undersigned at the telephone number listed below. 

Please charge any fees associated with the submission of this paper to Deposit 
Account Number 033975. The Commissioner for Patents is also authorized to credit any 
over payments to the above-referenced Deposit Account. 


Respectfully submitted, 

PILLSBURY WINTHROP 
SHAW PITTMAN LLP 



JACK S. BARUFKA 
Reg. No. 37,087 


Tel. No. 703.905.2012 
Fax No. 703.905.2500 


EMILY T. BELL 
Reg. No. 47,418 
Tel. No. 703.905.2261 
Fax No. 703.905.2500 


Date: April 19, 2005 
P.O. Box 10500 
McLean, VA 22102 
(703) 905-2000 
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